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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event. hov\/ever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 23 March 2005 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim{s) 90-106 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 90-106 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) Including the correction is required if the drawlng(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C, § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Reissue Applications 

1 . Claims 90-106 rejected as being based upon a defective reissue oath under 35 
U.S.C. 251 as set forth above. See 37 CFR 1 .175 is withdrawn In view of the receipt of 
the supplemental oath/declaration. 

Claims 90-106 are rejected under 35 U.S.C. 251 as being an Improper recapture 
of broadened claimed subject matter surrendered In the application for the patent upon 
which the present reissue is based. See Pannu v. Storz Instruments Inc., 258 F.3d 
1366. 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries, Inc. v. Stein, inc., 142 F.3d 
1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re dement. 131 F.3d 1464, 45 USPQ2d 
1 161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 
289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue, which was not 
present In the application for patent. The record of the application for the patent shows 
that the broadening aspect (In the reissue) relates to claim subject matter that applicant 
previously surrendered during the prosecution of the application. Accordingly, the 
narrow scope of the claims in the patent was not an error within the meaning of 35 
U.S.C. 251 , and the broader scope of claim subject matter surrendered in the 
application for the patent cannot be recaptured by the filing of the present reissue 
application. 

2. Applicant argues and maintains that "claims 90-106 (the reissue claims) are not 
added in an attempt to recapture subject matter that was surrendered in the prosecution 
of the original application upon which the'551 Patent was issued. Instead, claims 90- 
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106 are directed to a part of Applicant's invention that was disclosed but mistakenly not 
originally claimed in the application which issued as the '551 Patent". 

The examiner contends and directs applicant's attention to MPEP 1412.02, which 
outlines the test for the office to examine such claims for determination. 

A reissue will not be granted to "recapture" claimed subject matter, which was 
surrendered in an application to obtain the original patent. Pannu v. Storz Instruments 
Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries, Inc. v. Stein, 
Inc.. 142 F,3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 
45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429. 1436. 
221 USPQ 289. 295 (Fed. Cir. 1984); In re Wadlinger. 496 F.2d 1200. 181 USPQ 826 
(CCPA 1974); In re Richman. 409 F.2d 269, 276. 161 USPQ 359. 363-364 (CCPA 
1969); In re Willingham, 282 F.2d 353, 127 USPQ 211 (CCPA 1960). 
3. I. THREE STEP TEST FOR RECAPTURE: 

In Clement. 131 F.3d at 1468-70. 45 USPQ2d at 1 164-65. the Court of Appeals 
for the Federal Circuit set forth a three-step test for recapture analysis. In Pannu, 258 
F.3d at 1371, 59 USPQ2d at 1600, the court restated this test as follows: Application of 
the recapture rule is a three-step process. The first step is to determine whether and in 
what aspect the reissue claims are broader than the patent claims.'.... The second step 
is to determine whether the broader aspects of the reissued claim related to 
surrendered subject matter'.... Finally, the court must determine whether the reissued 
claims were materially narrowed in other respects to avoid the recapture rule. 

A. The First Step - Was There Broadening? 
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In every reissue application, the examiner must first review each claim for the 
presence of broadening, as compared with the scope of the claims of the patent to be 
reissued. A reissue claim is broadened where some limitation of the patent claims is no 
longer required in the reissue claim; see MPEP § 1412.03 for guidance as to the nature 
of a "broadening claim." If the reissue claim is not broadened in any respect as 
compared to the patent claims, the analysis ends; there is no recapture. 

Clearly, as stated by applicant on page 6, first paragraph that " Here, the 
phosphate ester base stock component of the functional fluid of the invention is 
claimed more broadly because it does not include the limitation to just the 
preferred phosphate esters "....in which the alkyi substituents are substantially 
isoalkyi C4 or C5....". 

B. The Second Step - Does Any Broadening Aspect of the Reissued Claim 
Relate to Surrendered Subject Matter? 

Where a claim in a reissue application is broadened in some respect as 
compared to the patent claims, the examiner must next determine whether the 
broadening aspect(s) of that reissue claim relate(s) to subject matter that applicant 
previously surrendered during the prosecution of the original application (which became 
the patent to be reissued). Each limitation of the patent claims, which is omitted or 
broadened in the reissue claim, must be reviewed for this determination. This involves 
two sub-steps: 

1. The Two Sub-Steps: 
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(A) It must first be determined whether there was any surrender of subject 
matter made in the prosecution of the original application, which became the patent to 
be reissued. If an original patent claim limitation now being omitted or broadened in the 
present reissue application was originally relied upon by applicant in the original 
application to make the claims allowable over the art, the omitted limitation relates to 
subject matter previously surrendered by applicant. The reliance by applicant to define 
the original patent claims over the art can be by way of presentation of new/amended 
claims to define over the art. or an argument/statement by applicant that a limitation of 
the claim(s) defines over the art. To determine whether such reliance occurred, the 
examiner must review the prosecution history of the original application file (of the 
patent to be reissued) for recapture. The prosecution history includes the rejections and 
applicant's arguments made therein. If there was no surrender of subject matter made 
in the prosecution of the original application, again the analysis ends and there is no 
recapture. 

(B) If there was a surrender of subject matter in the original application 
prosecution, it must then be determined whether any of the broadening of the reissue 
claims is in the area of the surrendered subject matter. All of the broadening aspects of 
reissue claims must be analyzed to determine if any of the omitted/broadened 
limitation(s) are directed to limitations relied upon by applicant in the original application 
to make the claims allowable over the art. 

Reviewing the prosecution history it can be clearly determined that applicant's 
broadened reissue claims relate to surrendered subject matter, according to the outlined 
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test as stated above, that was amended to overcome the prior art to make the claims 
allowable. For example, applicant states, in his response filed June 28, 1994 in paper 
#6/C of application 08/099,267, "To similar effect is the express language of MacKinnon 
'674... "The alkyi groups maybe straight or branched chain, with straight-chain, such as 
n-butyl, preferred." In accordance with the foregoing express language of both 
MacKinnon *067 and MacKinnon *674, the trialkyi phosphate of choice is tri (n-butyl) 
phosphate. This teaching, of course, is contrary to the requirements of the instant 
invention that the alkyI substituents attached to the phosphate moiety of the 
phosphate ester based stock component are substantially isoalkyi C4 or C5." 

C. The Third Step - Were the reissued claims materially narrowed in other respects 
to compensate for the broadening in the area of surrender, and thus avoid the recapture 
rule? 

Reissue Claims are Narrower in Scope Than Patent Claims, in Area Not Directed 
to Amendment/Argument Made to Overcome Art Rejection in Original Prosecution; are 
Broader in Scope by Omitting Limitation(s) Added/Argued To Overcome Art Rejection 
in Original Prosecution: In this case, there is recapture. This situation is where the 
patent claims are directed to combination ABC and the reissue claims are directed to 
ABD. Element C was either a limitation added to AB to obtain allowance of the original 
patent, or was argued by applicant to define over the art (or both). Thus, addition of C 
(and/or argument as to C) has resulted in the surrender of any combination of A & B 
that does not include C; this is the surrendered subject matter. Element D, on the other 
hand, is not related to the surrendered subject matter. Thus, the reissue claim, which no 



Application/Control Number: 09/801 ,883 Page 7 

Art Unit: 1751 

longer contains C, is broadened in an area related to the surrender, and the narrowing 
via the addition of D does not save the claim from recapture since D is not related to 
the surrendered subject matter. Reissue claims that are broader than the original patent 
claims by not including the surrender-generating limitation (element C, in the example 
given) will be barred by the recapture rule even though there is narrowing of the claims 
not related to the surrender- generating limitation. As stated in the decision of In re 
Clement, 131 F.3d at 1470, 45 USPQ2d at 1 165, if the reissue claim is broader in an 
aspect germane to a prior art rejection, but narrower in another aspect completely 
unrelated to the rejection, the recapture mle bars the claim. Pannu v, Storz Instruments 
Inc., supra, then brings home the point by providing an actual fact situation in which this 
scenario was held to be recapture. 

The reissue claims are narrower in scope to the patent claims, in an area not 
directed to amendment(s) made to overcome the art rejection in original prosecution 
and broader in scope by omitting limitations added to overcome art rejection in the 
original prosecution. For example, applicant's have narrowed subject matter directed to 
the additive package (i.e., anti-erosion agent; acid scavenger; trialkylphenol; 
di(alkylphenyl)amine; and a hindered polyphenol) and broadened the phosphate ester 
based stock component, which was added to overcome the art in the original patent. 
Moreover, applicant admits that that "As noted by the examiner, in relation to all of 
the issued claims, the reissue claims are broader with respect to the definition of 
the phosphate ester based stock. However, it is clear that the reissue claims are 
narrower... with respect to the definition of the additive package, which is a 
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material aspect" Therefore, as outlined in the Clement. 131 F.3d at 1470, 45 USPQ2d 
at 1 165 and explained in MPEP 1412.02 there is recapture that bars the reissue of 
claims 90-106. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 571-272- 
1322, The examiner can normally be reached on M-T, Th-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on 571-272-1029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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